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Sir: 
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VII. ARGUMENT 

A. REJECTIONS UNDER 35 U.S.C. § 102 
3. ANALYSIS 

Claims 17-20 have been rejected under 35 U.S.C. § 102(b) for reciting subject matter that 
is allegedly anticipated by the subject matter described in Leedy. 

Independent claim 17 is directed to a method that includes "forming a support structure 
on an active surface of the semiconductor substrate . . ." 

It has been asserted in the Examiner's Answer that the placement and bonding of a 
preformed frame or ring 19 onto the active surface of a substrate 10 amounts to "forming" the 
frame or ring 19 on the active surface. In support of this assertion, the Examiner has proffered 
the following definitions for the term "form:" "1) take on a definite arrangement or 2) take up a 
formation next to." Examiner's Answer, page 6. It has further been asserted that the second of 
these definitions encompasses the bonding of a preformed structure next to something else. 
See id. No citation has been provided for this definition, or for the Examiner's interpretation 
thereof. 

It would appear from the Examiner's interpretation of the second cited definition of the 
term "form" that the Examiner has focused completely upon the phrase "next to," while 
overlooking the requirement of "tak[ing] up a formation." It appears from the plain language of 
the cited definition that the term "form" means that the act of "formation" occurs "next to" 
something else, whereas the bonding of a preformed structure to something else (e.g., the active 
surface of a substrate), does not amount to formation of the preformed structure next to 
something else. 

-2- 



Serial No. 10/666,742 



Furthermore, the Examiner's interpretation of the verb "form" to include the act of 
bonding one object to another, is inconsistent with commonly accepted definitions for that term, 
a few examples of which follow: 

-verb (used with object) 

31. to construct or frame. 

32. to make or produce. 

33. to serve to make up; serve as; compose; constitute: The 
remaining members will form the program committee. 

34. to place in order; arrange; organize. 

35. to frame (ideas, opinions, etc.) in the mind. 

36. to contract or develop (habits, friendships, etc.). 

37. to give form or shape to; shape; fashion. 

38. to give a particular form or shape to; fashion in a particular 
manner: Form the dough into squares, 

39. to mold or develop by discipline or instructions: The 
sergeant's job was to form boys into men. 

40. Grammar. 

a. to make (a derivation) by some grammatical change: 
The suffix "-ly" forms adverbs from adjectives. 

b. to have (a grammatical feature) represented in a 
particular shape: English forms plurals in "-5". 

41 . Military, to draw up in lines or in formation. 

-verb (used without object) 

42. to take or assume form. 

43. to be formed or produced: Ice began to form on the 
window. 

44. to take a particular form or arrangement: The ice formed in 
patches across the window. 

form. Dictionary.com. Dictionary.com Unabridged (v 1.0.1), Based on the Random House 

Unabridged Dictionary, © Random House, Inc. 2006. 

http://dictionarv.reference.com/search?q=form (accessed: September 12, 2006). 

It would appears from the foregoing definitions (at least those that are applicable in 
interpreting the possible scope of independent claim 17), that the act of bonding a preformed ring 
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or frame, or a preformed support structure, to the active surface of a substrate may be considered 
to be part of "forming" an assembly, but cannot be considered to comprise "forming a support 
structure on an active surface of the . . . substrate," as would be required for Leedy to anticipate 
each and every element of independent claim 17. Therefore, it is respectfully submitted that the 
35 U.S.C. § 102(b) rejection of independent claim 17 is improper 

Claim 20, which depends from independent claim 17 and recites that the act of "forming" 
includes "forming a layer of packaging material," is additionally allowable since Leedy neither 
expressly nor inherently describes "forming a layer of packaging material" on the active surface 
of a substrate. Rather, the description of Leedy is limited to forming an assembly that includes a 
substrate and preformed ring or frame by bonding the ring or frame to the substrate. 

Reversal of the 35 U.S.C. § 102(b) rejections of claims 17-20 is respectfully solicited. 

B. REJECTIONS UNDER 35 U.S.C. § 103(a) 
3. ANALYSIS 

a. LEEDY IN VIEW OF GRIGG 
Claims 21-34 have been rejected under 35 U.S.C. § 103(a) for reciting subject matter 
which is purportedly unpatentable over the subject matter taught in Leedy, in view of teachings 
from Grigg. 

Claims 21-34 are allowable, among other reasons, for depending directly or indirectly 

from independent claim 17, which is allowable. 

In response to the assertion that the teachings of Leedy and Grigg have not been 

considered in combination, it is respectfully submitted that one of ordinary skill in the art 
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wouldn't have been motivated to consider the teachings of these references together, nor has the 
Examiner provided a convincing line of reasoning to the contrary. 

It is respectfully requested that the 35 U.S.C. § 103(a) rejections of claims 21-34 be 
reversed. 

XL CONCLUSION 

It is respectfully submitted that: 

(A) The subject matter recited in claims 17-20 is novel and, thus, under 
35 U.S.C. § 102(b), patentable over the subject matter described in Leedy; 

(B) Claims 21-34 are drawn to subject matter that is non-obvious and, thus, under 

35 U.S.C. § 103(a), patentable over the subject matter taught in Leedy, in view of teachings from 
Grigg. 

Therefore, it is respectfully requested that the rejections of claims 17-34 be reversed and 
that each of these claims be allowed. 
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